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LEGAL 
FRAMEWORK
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Patent Law - Legal Framework

• TRIPs Agreement – WTO
–Trade Related Aspects of IP Rights

• European Patent Convention
–EU plus other countries

• EU law
–Biotech directive
–TRIPs law = EU law
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TRIPs Agreement (WTO)
164 member states

6

EPC
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EU

8

European “bundle” patent

9

National courts

10

The Unified Patent Court [2012]
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The Unified Patent Court ?

12

Who Can Come to the Rescue ?
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The European Court of Justice

14

2013, Daiichi decision

1. TRIPs = commercial aspects
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2013, Daiichi decision

1. TRIPs = commercial aspects

2. Community patent legislation is no 
longer relevant
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2013, Daiichi decision

1. TRIPs = commercial aspects

2. Community patent legislation is no 
longer relevant

TRIPs patent law is now EU law ! 

17

European “bundle” patent ?

18

European Patent 
Convention 

(“EPC”)
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Article 2 EPC

(1) Patents granted under this 
Convention shall be called European 
patents.
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Article 2 EPC

(2) The European patent shall, in each of 
the Contracting States for which it is 
granted, have the effect of and be 
subject to the same conditions as a 
national patent granted by that State, 
unless this Convention provides 
otherwise.
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SUBJECT MATTER

23

The Public Domain

24

The Public Domain

knowledge and ideas 
are free 

as the air 
to common use
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E=mc2

26

E=mc2

27

TECHNOLOGY:

THE APPLICATION 
OF KNOWLEDGE

28

TRIPS

29

Subject Matter – article 27(1) TRIPs

Patents shall be available for any 
inventions, whether products or 
processes, in all fields of technology, 
provided that they are new, involve an 
inventive step and are capable of 
industrial application. 

30

Subject Matter – article 52(1) EPC

European patents shall be granted for 
any inventions, in all fields of 
technology, provided that they are new, 
involve an inventive step and are 
susceptible of industrial application.
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EXCEPTIONS 
TO 

PATENTABILITY

33

TRIPS

34

Subject Matter – article 27(2) TRIPs

Members may exclude from patentability 
inventions, the prevention within their 
territory of the commercial exploitation 
of which is necessary to protect ordre
public or morality, including to protect 
human, animal or plant life or health or 
to avoid serious prejudice to the 
environment […].
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Subject Matter – article 27(3) TRIPs

Members may also exclude from 
patentability:
(a)  diagnostic, therapeutic and surgical 
methods for the treatment of humans or 
animals;
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Subject Matter – article 27(3) TRIPs

[…]
(b)  plants and animals other than 
micro-organisms, and essentially 
biological processes for the production of 
plants or animals other than non-
biological and microbiological processes.
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37

European Patent 
Convention 

(“EPC”)

38

Subject Matter – article 27(1) TRIPs

Patents shall be available for any 
inventions, whether products or 
processes, in all fields of technology, 
provided that they are new, involve an 
inventive step and are capable of 
industrial application. 

39

Subject Matter – article 52(2) EPC

The following in particular shall not be 
regarded as inventions within the 
meaning of paragraph 1:
[…]

40

Subject Matter – article 52(2) EPC

a) discoveries, scientific theories and 
mathematical methods;
b) aesthetic creations; 
c) schemes, rules and methods for 
performing mental acts, playing games 
or doing business, and programs for 
computers;
d) presentations of information.

41

Subject Matter – article 52(3) EPC

Paragraph 2 shall exclude the 
patentability of the subject-matter or 
activities referred to therein only to the 
extent to which a European patent 
application or European patent relates to 
such subject-matter or activities as 
such.
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REQUIREMENTS

44

27(1) TRIPs & 52(1) EPC

1. new 
2. involve an inventive step 

[“non-obvious”]

3. capable of industrial application 
[“useful”]. 
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29 TRIPs & 83 EPC

4. Enabling disclosure

46

NOVELTY

47

Novelty – article 54(1) EPC

An invention shall be considered to be 
new if it does not form part of the state 
of the art.
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Novelty – article 54(2) EPC

The state of the art shall be held to 
comprise everything made available 
to the public by means of a written or 
oral description, by use, or in any other 
way, before the date of filing of the 
European patent application.
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Novelty – article 54(3) EPC

Additionally, the content of European 
patent applications as filed, the dates 
of filing of which are prior to the date 
referred to in paragraph 2 and which 
were published on or after that date, 
shall be considered as comprised in the 
state of the art.
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Article 4A(1) Paris Convention

Any person who has duly filed an 
application for a patent [….] in one of 
the countries of the Union, or his 
successor in title, shall enjoy, for the 
purpose of filing in the other countries, a 
right of priority during the periods 
hereinafter fixed.

51

Article 4C(1) Paris Convention

The periods of priority referred to above 
shall be twelve months for patents 
and utility models, and six months for 
industrial designs and trademarks.

52

53

NON-OBVIOUS

54

Inventive step - Article 56 EPC

An invention shall be considered as 
involving an inventive step if, having 
regard to the state of the art, it is not 
obvious to a person skilled in the art. 
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“Person skilled in the art”

• an ordinary practitioner in a field of 
technology aware of what was common 
general knowledge in the art at the 
relevant date. 

• be presumed to have had access to 
everything in the "state of the art", in 
particular the documents cited in the search 
report, and to have had at his disposal the 
normal means and capacity for routine 
work and experimentation. 

56

Obvious

• that which does not go beyond the normal 
progress of technology but merely follows 
plainly or logically from the prior art, i.e. 
something which does not involve the 
exercise of any skill or ability beyond that to 
be expected of the person skilled in the art. 

57

Inventive step ?

58

INVENTIVE STEP TEST

PROBLEM SOLUTION 
APPROACH

59

Problem solution approach

1. determining the "closest prior art",
 Most promising springboard

2. establishing the "objective technical 
problem" to be solved, and

60

Problem solution approach

3. considering whether or not the 
claimed invention, starting from the 
closest prior art and the objective 
technical problem, would have been 
obvious to the skilled person.

• Would as opposed to could
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The invention

62

Problem solution approach

63

ENABLING 
DISCLOSURE

64

Enabling disclosure – Article 29 TRIPs 

Members shall require that an applicant 
for a patent shall disclose the invention 
in a manner sufficiently clear and 
complete for the invention to be carried 
out by a person skilled in the art and 
may require the applicant to indicate the 
best mode for carrying out the invention 
known to the inventor […].

65

Enabling disclosure – Article 83 EPC  

The European patent application shall 
disclose the invention in a manner 
sufficiently clear and complete for it to 
be carried out by a person skilled in the 
art.
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SCOPE 
OF 

PROTECTION

68

Scope of protection - Article 69 EPC

The extent of the protection conferred 
by a European patent or a European 
patent application shall be determined 
by the claims. 
Nevertheless, the description and 
drawings shall be used to interpret the 
claim

69

The Name of the 
Game

is the Claim
70

PROTOCOL 
ON THE 

INTERPRETATION 
OF 

ARTICLE 69 EPC

71

Protocol - article 1

Article 69 should not be interpreted as 
meaning that the extent of the protection 
conferred by a European patent is to be 
understood as that defined by the strict, 
literal meaning of the wording used in the 
claims, the description and drawings being 
employed only for the purpose of resolving 
an ambiguity found in the claims. 

72

Protocol - article 1

Nor should it be taken to mean that the claims 
serve only as a guideline and that the actual 
protection conferred may extend to what, 
from a consideration of the description and 
drawings by a person skilled in the art, the 
patent proprietor has contemplated. 
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Protocol - article 1

On the contrary, it is to be interpreted as 
defining 
a position between these extremes 
which combines 
a fair protection for the patent proprietor
with 
a reasonable degree of legal certainty for 
third parties.

74

Protocol - article 2

For the purpose of determining the extent of 
protection conferred by a European patent, 
due account shall be taken of any element 
which is equivalent to an element specified in 
the claims.

75

Ministry 
of 

Silly Walks

76

The Patent Application Procedure

77

The
Silly Walk

Patent

78

The Patent

1. Description

2. Drawings

3. Claims
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Description of Silly Walk Prior Art

80

The Silly Walk Problem?

81

The Silly Walk Problem

How to walk silly 
in a sustainable 
energy-saving way?

82

The Silly Walk Solution

the right leg isn't silly at all, 
and the left leg merely does 
a forward aerial half-turn 
every alternate step

83

The Silly Walk Drawings

84

The Silly Walk Patent Claim

A method for walking silly
characterized in that
the right leg isn't silly at all, and
the left leg merely does 
a forward aerial half-turn 
every alternate step.
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Scope of Protection 
?

86

Private Property 
of the Silly Walk Patentee

Public Domain
for Other Silly Walkers

87

Article 69 European Patent Convention

The protection shall be determined by 
the claims. 

The description and drawings shall be 
used to interpret the claims. 

88

The Silly Walk Patent Claim

A method for walking silly
characterized in that
the right leg isn't silly at all, and
the left leg merely does 
a forward aerial half-turn 
every alternate step.

89

Patent claims read 
like poetry

90

Patent claims read 
like poetry

written by engineers
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…. with a “funny walk” ? 

Infringing the Silly Walk Patent ….. 

93

Infringing the Silly Walk Patent ….. ?

94

A method for walking silly
characterized in that
the right leg isn't silly at all, and
the left leg merely does 
a forward aerial half-turn 
every alternate step.

The Silly Walk Patent Claim

95

What if ….?

96

B does the opposite

A method for walking silly
characterized in that
the right left leg isn't silly at all, and
the left right leg merely does 
a forward aerial half-turn 
every alternate step.
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Article 69 European Patent Convention

The protection shall be determined by 
the claims. 

The description and drawings shall be 
used to interpret the claims. 

98

Justice

99

Interpretation Protocol

Balance between:

1. Fair protection to the patentee

2. Reasonable certainty 3rd parties

100

“the inventive idea”

A method for walking silly
characterized in that
the right leg isn't silly at all, and
the left a leg merely does 
a forward aerial half-turn 
every alternate step.
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